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•- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 02 August 2006 . 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-27 is/are pending in the application. 

4a) Of the above claim(s) 1-13.15.18.20.21 and 23-27 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 14. 16-17. 19 and 22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This Office Action is response to Applicants' AMENDMENT and RCE filed on 
08/03/2006. 

Request for Continued Examination (RCE) 

2. The request filed on 04/25/2005 for a Request for Continued Examination (RCE) 
under 37 CFR 1 .1 14 based on parent Application No. 09/900,551 is acceptable and a 
RCE has been established. An action on the RCE follows. 

3. Claims 1-13, 15, 18, 20, 21 and 23-27 have been cancelled. 

4. Claims 14, 16-17, 19 and 22 are pending in this application. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are: the step as set forth in the 
preamble "sharing text in the electronic book". 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 14, 16-17, 19 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Patent No.: US 6,457,026 B1 issued to Graham et al. (hereinafter 
Graham) in view of Patent No.: US 6,697,999 B1 issued to Breuer et al. (hereinafter 
Breuerj. 

With respect to claim 14, Graham teaches a method in a data processing system 
for sharing text in an electronic book (a method for transmitting/sharing electronic 
documents over Internet and identifying locations of the machines of the users and 
displaying/selecting stored electronic document containing a plurality of pages with 
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visual indications of the locations such as highlighting the text" figs. 2s', 3, 4 and 9's, 
col. 3, lines 18-67); 

receiving a first user input selecting the text from the electronic book through a 
communications link to the data processing system (using the mouse as input device for 
receiving the text from electronic document or e-book to form a selected text by 
highlighted the selected text after the e-book is displayed (fig. 1 , item 36 or 30, fig. 2's 
item 220 and 224, col. 3, lines 56-67 and col. 4, lines 1-8); responsive to user input and 
displaying the text (figs. 2s', 9s'); highlighting portions of electronic book based on the 
user input, wherein the highlighted portions of the electronic book correspond to the 
selected text received from that at least one remote electronic book (fig. 2B, col. 3, lines 
57-67, col. 4, lines 45-67). 

Graham teaches a method for highlighted or annotated text of stored electronic 
document or e-book, which contains plurality of pages including table of contents, 
receiving a user input via input device such as mouse or keyboard and highlighting the 
selected text after the e-book is displayed. Graham does not clearly teach wherein the 
selected text includes passages from the at least one remote electronic book, and a 
copy of passages from the at least one remote electronic book is also contained in the 
electronic book and sorting the selected text from the at least one remote electronic 
book using a selection criteria to form sorted text. 

However, Breuer teaches e-book such as PDAs over The Interne network 
transmitting the portion of the selected text from one PDA machine to a remote machine 
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over Internet network (see fig. 2A and col. 6, lines 66-67 and col.7, lines 1-8) and 
displaying the sorted text in an alphabetic order (col. 8, lines 10-48). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Graham with the 
teachings of Breuer. One having ordinary skill in the art would have found it motivated to 
utilize the use of filtering or sorting the text and displaying the text as disclosed 
(Breuer's col. 7, lines 1-8 and col. 8, lines 20-28), into the system of Graham for the 
purpose of automatically formatting the document for each document portion, thereby, 
being a easiest way to give the different passages in the document to transmitting or 
sharing over the Internet or remotely client or machine (Breuer's col. 1, lines 5-40). 

With respect to claims 16-17, Graham teaches a method in a data processing 
system for sharing text in an electronic book as discussed in claim 14. 

Graham teaches a method for highlighted or annotated text of stored electronic 
document or e-book, which contains plurality of pages including table of contents, 
receiving a user input via input device such as mouse or keyboard and highlighting the 
selected text after the e-book is displayed. Graham does not clearly teach wherein 
selection criteria are used to sort and group the selected text, and wherein the selection 
criteria includes at least one of popularity, name of a user originating text within the 
selected text, and subject matter of portions or text within the selected text. 

However, Breuer teaches displaying the sorted text in an alphabetic order (col. 8, 
lines 10-48). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Graham with the 
teachings of Breuer. One having ordinary skill in the art would have found it motivated to 
utilize the use of filtering or sorting the text and displaying the text as disclosed 
(Breuer's col. 7, lines 1-8 and col. 8, lines 20-28), into the system of Graham for the 
purpose of automatically formatting the document for each document portion, thereby, 
being a easiest way to give the different passages in the document to transmitting or 
sharing over the Internet or remotely client or machine (Breuer's col. 1 , lines 5-40). 

With respect to claim 19, Graham teaches wherein the selected text includes 
annotations made by a user (abstract, fig. 6B and col. 3, lines 17-40 and lines 48-67). 

With respect to claim 22, Graham teaches wherein the sorted text excludes a 
portion of the selected text (figs. 2s' and 9s' and col. 8, lines 10-48). 
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Contact Information 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anh Ly whose telephone number is (571) 272-4039 or 
via E-Mail: ANH.LY@USPTO.GOV (Written Authorization being given by 

Applicant (MPEP 502.03 [R-2])) or fax to (571) 273-4039 (Examiner's 

personal Fax No.)- The examiner can normally be reached on TUESDAY - 

THURSDAY from 8:30 AM - 3:30 PM. If attempts to reach the examiner by telephone 
are unsuccessful, the examiner's supervisor, John Breene, can be reached on (571 ) 
272-4107 or Primary Examiner: Jean Corrielus (571) 272-4032. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). Any response to this action should be mailed 
to: Commissioner of Patents and Trademarks, Washington, D.C. 20231 , or faxed to: 
Central Fax Center: (571) 273-8300 
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